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DETAILED ACTION 
Status of Claims 

Claim 20 has been cancelled. Claims 1, 3, 6, 11-15 and 30 have been amended. Claims 
32 and 33 have been non-elected by restriction by original presentation. Claims 1-19 and 21-31 
remain pending and are again presented for examination. 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 1-19, 20-30 and 31, drawn to a method and system of notifying a recipient 
that an item is en route, while also notifying a sender based on an identifier of a 
sender, while also accepting an instruction designating a second delivery point by 
a party, classified in class 705, subclass 1. 

II. Claim 32, drawn to a method of providing the information to a delivery service 
provider when a batch of items that includes the item are shipped, classified in 
class 705, subclass 1. 

III. Claim 33, drawn to a method for notifying a recipient that the item is en route by 
sending an image of the item, classified in class 705, subclass 1. 

Newly amended claim 32-33, are directed to an invention that is independent or distinct from the 
invention originally claimed for the following reasons: 

2. Inventions I, II and III are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
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subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because invention I does not require providing information to a service provider of a 
batch of items, nor require an image of an item. Further, invention II does not require providing 
an image of the item to the service provider when notifying. The subcombination has separate 
utility such as providing information to a recipient or sender. 

3. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 32-33 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP 8 821.03. Applicant is respectfully 
requested to cancel the non-elected claims in response to this office action. 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1-19 and 21-30 have been considered but 
are moot in view of the new ground(s) of rejection. 

2. Applicant argues that none of the cited references disclose confirming the instruction to 
delivery the item to the second delivery point by notifying a sender of the second delivery point. 
However, Examiner notes Franco teaches selecting the item to be returned... assuming the item is 
returnable, display a page with a return authorization containing a return authorization number. 
If needed, the consumer has the option of printing the return authorization that preferably 
includes any applicable return instructions. Upon approval of the return, as evidenced by the 
return authorization number, the consumer simply drops the item to be returned (C. 4, line 52 - 
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C. 5, line 6). However, Franco teaches notifying a sender through shipping documents including 
bar-coded address labels (C. 62, line 65 - 63, line 7). Thus, Franco teaches confirming/approving 
an instruction to deliver the item to a second delivery point. Further, Franco teaches notifying a 
sender through shipping documents including bar-coded address labels, thus based on the unique 
identifier. 

3. Applicant argues the cited references fail to disclose conditionally accepting. However, 
Barta teaches providing delivery notices to recipients of packages where an alternate address for 
the package can be provided given that the recipient is authenticated using the delivery notice 
information (C. 6, line 67 - C. 7, line 38). Thus, Barta teaches authenticating the recipient 
before accepting the alternate address. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-2, 5, 11-12 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Foladare et al, U.S. Patent No. 5,831,860 in view of Franco, U.S. Patent No. 7,257,552 Bl, 
hereinafter referred to as Foladare and Franco. 



As per Claim 1-2 and 11 , Foladare discloses a method and system comprising: 
determining a first delivery point of the item (C. 3, lines 26-43; C. 5, lines 3-23); 
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- notifying, based on the first delivery point, a recipient that the item is en route (C. 3, 
lines 26-43; C. 5, lines 3-23); 

accepting at least one instruction designating a second delivery point (C. 3, lines 26- 
43; C. 5, lines 3-23); and 

delivering the item to the second delivery point (C. 3, lines 26-43; C. 5, lines 3-23). 
Foladare fails to disclose notifying, based on an identifier of a sender, the sender that the item is 
en route. However, Franco teaches notifying a sender though shipping documents including bar- 
coded address labels (C. 62, line 65 - 63, line 7). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include notifying a sender based on shipping documents as taught by Franco in the system of 
Foladare, since the claimed invention is merely a combination of old elements, and in the 
combination each element merely would have performed the same function as it did separately, 
and one of ordinary skill in the art would have recognized that the results of the combination 
were predictable. 

As per Claim 5, 12 and 31 , Foladare discloses a method and system comprising: 
determining a first delivery point of the item (C. 3, lines 26-43; C. 5, lines 3-23); 

- notifying a recipient that the item is en route (C. 3, lines 26-43; C. 5, lines 3-23); 

- receiving, from the recipient, an instruction specifying that the item is to be delivered 
to a second delivery point (C. 3, lines 26-43; C. 5, lines 3-23); 

delivering the item to the second delivery point (C. 3, lines 26-43; C. 5, lines 3-23). 
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Foladare fails to explicitly disclose confirming the instruction to deliver the item to the second 
delivery point by notifying a sender of the second delivery point; accepting the second delivery 
point from the sender. Foladare discloses notifying recipients and allowing recipients to choose 
to redirect packages (C. 3, lines 26-43; C. 5, lines 3-23). Moreover, Franco teaches selecting the 
item to be returned... assuming the item is returnable, display a page with a return authorization 
containing a return authorization number. If needed, the consumer has the option of printing the 
return authorization that preferably includes any applicable return instructions. Upon approval 
of the return, as evidenced by the return authorization number, the consumer simply drops the 
item to be returned (C. 4, line 52 - C. 5, line 6). However, Franco teaches notifying a sender 
though shipping documents including bar-coded address labels (C. 62, line 65 -63, line 7). 

The secondary reference shows that the need for notifying senders and allowing senders 
to approve the item to be redirected to another address was known in the prior art at the time of 
the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include allowing a sender to approve the return of a package as taught by Franco in the system 
of Foladare, since the claimed invention is merely a combination of old elements, and in the 
combination each element merely would have performed the same function as it did separately, 
and one of ordinary skill in the art would have recognized that the results of the combination 
were predictable. 

3. Claim 3 is rejected under 35 U.S. C. 103(a) as being unpatentable over Foladare in view 
of Franco as applied to claim 1 above, and further in view of Roberts et al, U.S. Patent No. 
6,401,078 Bl, hereinafter referred to as Roberts. 
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As per Claim 3 , Foladare fails to explicitly disclose allowing the sender to specify that 
the item is to be delivered to the second delivery point. Foladare discloses notifying recipients 
and allowing recipients to choose to redirect packages (C. 3, lines 26-43; C. 5, lines 3-23). 
Moreover, Roberts teaches redirection of the vehicle and/or portions of the load en route may be 
desirable to respond to customers (shippers) needs or other factors (C. 13, lines 27-30). 

The secondary references show that the need for notifying senders and allowing senders 
to specify the item to be redirected to another address was known in the prior art at the time of 
the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include allowing a sender to redirect a package as taught by Roberts in the system of Foladare, 
since the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 

4. Claims 6-10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Foladare in view of Franco, Roberts and Lopez, Pub. No. US2002/0029202 Al, hereinafter 
referred to as Lopez. 



As per Claims 6-7 and 13 , Foladare discloses a method and system comprising: 
determining a first delivery point of an item (C. 3, lines 26-43; C. 5, lines 3-23); 
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Foladare fails to disclose notifying a sender of an item that the item is undeliverable; accepting a 
disposition instruction from the sender, after the notifying; changing a delivery point of the item 
while the item is en route after accepting the disposition instruction; and handling the item 
according to the disposition instruction. However, Foladare discloses an addressee changing the 
location before delivery, the package carrier is informed, so as to be able to reroute the package 
(C. 3, lines 26-43; C. 5, lines 3-23). Moreover, Franco teaches notifying a sender though 
shipping documents including bar-coded address labels (C. 62, line 65 - 63, line 7). Further, 
Lopez teaches some mailpieces that cannot be delivered, will not be worth the cost of return 
postage, but senders nonetheless will want notification of the non-delivery (0009). Lopez teaches 
notifying the sender that the mailpiece has been forwarded (0013). Further, Lopez teaches when 
an item is undeliverable to either forward the address to the recipient's forwarding address, 
otherwise return the item to the sender (0035, 0040). Furthermore, Roberts teaches redirection 
of the vehicle and/or portions of the load en route may be desirable to respond to customers 
(shippers) needs or other factors (C. 13, lines 27-30). 

The secondary references show that the need for notifying senders and allowing senders 
to specify the item to be redirected to another address was known in the prior art at the time of 
the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include notifying a sender when an item is undeliverable and allowing a sender to redirect a 
package as taught by Franco, Lopez and Roberts in the system of Foladare, since the claimed 
invention is merely a combination of old elements, and in the combination each element merely 
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would have performed the same function as it did separately, and one of ordinary skill in the art 
would have recognized that the results of the combination were predictable. 

As per Claims 8-10 , Foladare fails to disclose disposition instructions are to auction, 
donate or dispose of the item. However, Lopez discloses instructions for when the mailpiece is 
undeliverable, i.e. forwarding the mailpiece or returning the mailpiece to the sender (0035). 

The secondary reference show that the need for receiving instructions from a sender 
when an item is undeliverable was known in the prior art at the time of the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include allowing a sender to redirect a package as taught by Lopez in the system of Foladare, 
since the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 

5. Claim 4 is rejected under 35 U.S. C. 103(a) as being unpatentable over Foladare in view 
of Franco as applied to claim 1 above, and further in view of Lopez. 

As per Claim 4 , Foladare fails to explicitly disclose notifying the sender, if actual 
delivery is made; and requesting disposition instructions from the sender, if delivery was not 
made. However, Franco notifying the sender upon receipt of the parcel by the recipient (C. 63, 
lines 1-7). Further, Lopez teaches notifying the sender that the mailpiece has been forwarded 
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(0013). Moreover, Lopez teaches when an item is undeliverable to either forward the address to 
the recipient's forwarding address, otherwise return the item to the sender (0035, 0040). 

The secondary references show that the need for notifying senders and allowing senders 
to specify the item to be redirected to another address when the item is undeliverable was known 
in the prior art at the time of the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include notifying a sender when an item is undeliverable and allowing a sender to indicate 
what to do with a mailpiece as taught by Franco and Lopez in the system of Foladare, since the 
claimed invention is merely a combination of old elements, and in the combination each element 
merely would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 

6. Claims 14-15, 19, 28 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Foladare in view of Franco and Barta et al, U.S. Patent No. 6,634,551 B2, hereinafter 
referred to as Barta. 

As per Claims 14-15, 19, 28 and 30 , Foladare discloses a method and system comprising: 
determining a first delivery point of the item (C. 3, lines 26-43; C. 5, lines 3-23); 
- providing a notification to indicate that the item is en route to the first delivery point 
(C. 3, lines 26-43; C. 5, lines 3-23); 

accepting a second delivery point of the item (C. 3, lines 26-43; C. 5, lines 3-23); and 
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delivering the item to the first delivery point and second delivery point based on the 
acceptance of the second delivery point (C. 3, lines 26-43; C. 5, lines 3-23). 

Foladare fails to explicitly disclose conditionally accepting a second delivery point of the 
item, comprising requesting, from the sender, an approval of the second delivery point. 
Moreover, Franco teaches selecting the item to be returned... assuming the item is returnable, 
display a page with a return authorization containing a return authorization number. If needed, 
the consumer has the option of printing the return authorization that preferably includes any 
applicable return instructions. Upon approval of the return, as evidenced by the return 
authorization number, the consumer simply drops the item to be returned (C. 4, line 52 - C. 5, 
line 6). However, Franco teaches notifying a sender though shipping documents including bar- 
coded address labels (C. 62, line 65 - 63, line 7). Also, Franco teaches notifying the sender upon 
receipt of the parcel (C. 63, lines 1-7). Moreover, Barta teaches providing delivery notices to 
recipients of packages where an alternate address for the package can be provided given that the 
recipient is authenticated using the delivery notice information (C. 6, line 67 - C. 7, line 38). 

The secondary references shows that the need for authenticating a user was known in the 
prior art at the time of the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include allowing a sender to approve the return of a package and authenticating a user as 
taught by Franco and Barta in the system of Foladare, since the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have performed 
the same function as it did separately, and one of ordinary skill in the art would have recognized 
that the results of the combination were predictable. 
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7. Claim 16-18 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Foladare in view of Franco and Barta as applied to claim 14 above, and further in view of Lopez. 

As per Claim 16-18 , Foladare fails to explicitly disclose providing information to 
indicate that the item was not delivered, when the first delivery point and second delivery point 
are undeliverable. Foladare discloses a system which contacts the addressee and asks if the 
package should be redirected, and, if so, what should be the new address (C. 3, lines 31-40). 
Furthermore, Franco teaches notifying the sender upon receipt of the parcel (C. 63, lines 1-7). 

Moreover, Lopez teaches notifying the sender that the mailpiece has been forwarded 
(0013). Further, Lopez teaches when an item is undeliverable to either forward the address to the 
recipient's forwarding address, otherwise return the item to the sender (0035, 0040). 

The references show that the need for notifying senders and allowing senders to specify 
the item to be redirected to another address when the item is undeliverable was known in the 
prior art at the time of the invention. 

Since each individual element and its function are shown in the prior art, albeit shown in 
separate references, the difference between the claimed subject matter and the prior art rests not 
on any individual element or function but in the very combination itself-that is in the substitution 
of the shipping system of the secondary references for the shipping system of Foladare reference. 
Thus, the simple substitution of one known element for another producing a predictable results 
renders the claim obvious. 
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As per Claim 29 , Foladare fails to disclose requesting, from the sender, an approval of 
the second delivery point. However, Lopez teaches a return-to-sender determiner responsive to 
the sender return address indicator (0040). Further, Franco teaches selecting the item to be 
returned... assuming the item is returnable, display a page with a return authorization containing a 
return authorization number. If needed, the consumer has the option of printing the return 
authorization that preferably includes any applicable return instructions. Upon approval of the 
return, as evidenced by the return authorization number, the consumer simply drops the item to 
be returned (C. 4, line 52 - C. 5, line 6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the method and system of Foladare and include returning the 
mailpiece to the sender when the sender indicates return-to-sender service as taught by Lopez 
and Franco, because it allows the sender to be notified of the current status of the recipient's 
address when sending future mailpieces. 

8. Claims 21-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Foladare in 
view of Franco and Barta as applied to claim 14 above, and further in view of Kadaba, U.S. 
Patent No. 6,539,360 Bl, hereinafter referred to as Kadaba. 

As per Claims 21-25 , Foladare fails to disclose characteristics of the item 
comprises determining a size of the item. Moreover, Kadaba teaches a package level detail 
notification transmitted to the carrier, or consignor or consignee which includes tracking number, 
item description, package weight, rate codes, special handling requirements and other pertinent 



Application/Control Number: 09/976,039 Page 14 

Art Unit: 3628 

information (C. 7, lines 3-15). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of applicant's invention to modify the method and system of Foladare and 
include determining various common package characteristics and transmitting them as taught by 
Kadaba, because it allows the system to provide the recipient with various common 
characteristics. 

9. Claims 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Foladare in 
view of Franco and Barta as applied to claim 14 above, and further in view of Jones, Pub. No. 
US2003/0233190 Al, hereinafter referred to as Jones. 

As per Claims 26-27 , Foladare fails to disclose wherein providing the 
notification to indicate the item is en route to the first delivery point comprises providing 
information to indicate a time the item will arrive at the first delivery point. However, Jones 
teaches informing a user when the delivery vehicle is a particular time away from their residence, 
and also allowing the recipient to enter the amount of time to be notified of the package delivery 
(0008, 0095). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the method and system of Foladare and include 
informing the recipient of the time the mailpiece will arrive as taught by Jones, because it allows 
a recipient to adjust his/her schedule and avoid arrive too early or too late. 
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Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested that the applicant, in preparing the responses, fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FADEY S. JABR whose telephone number is (571)272-1516. 
The examiner can normally be reached on Mon. - Fri. 8:00am to 5:30pm. 



Application/Control Number: 09/976,039 Page 16 

Art Unit: 3628 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Fadey S Jabr 
Examiner 
Art Unit 3628 

FSJ 
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Please address mail to be delivered by the United States Postal Service (USPS) as follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 223 14 

/F. S. J./ 

Examiner, Art Unit 3628 



/John W Hayes/ 

Supervisory Patent Examiner, Art Unit 3628 



